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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 18 January 2005 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) H Claim(s) 1-31 and 34 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-31 and 34 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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1 .□ Certified copies of the priority documents have been received. 
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3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Response to Appeal Brief 

1 . In view of the Appeal Brief filed on January 1 8, 2005, PROSECUTION IS 
HEREBY REOPENED. A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1 .1 1 1 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1 .130, 
1 .1 31 or 1 .1 32) or other evidence are permitted. See 37 CFR 1 .1 93(b)(2). 

Claims 1-31 and 34 remain pending in the application and have been considered 
in the following office action. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 1 02(e)). 

2. Claims 1,2,8-10, and 1 7 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Sandbera-Diment (5,826,245). 

Claims 1 and 9: Sandbera-Diment discloses a system and method for 
conducting cashless transactions in which the identity of the purchaser's account is 
unknown to the seller, comprising: 

a. Receiving purchase information identifying a product and a price at a 
seller from a purchaser, the information not including the account number of the 
purchaser (col 2, lines 49-52 and col 3, lines 9-67); 

b. Transmitting to the purchaser's financial institution an authorization 
from the purchaser to pay the purchase price from the purchaser's account to the 
seller's account (col 3, lines 9-67); 

c. Determining if the purchaser's account has sufficient funds to cover the 
purchase price (col 3, lines 9-67); and 

d. Transmitting an authorization from the purchaser's financial institution 
to the seller if sufficient funds are verified (col 3, lines 55-67). 
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Claims 2 and 10: Sandberq-Diment discloses a system and method for 
conducting cashless transactions as in Claims 1 and 9 above, and further discloses the 
purchaser transmitting the product identification to the seller (col 2, lines 49-52). 

Claims 8 and 17: Sandberq-Diment discloses a system and method for 
conducting cashless transactions as in Claims 1 and 9 above, and further discloses 
processing the transaction in real time over the Internet (col 2, lines 32-36). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 18, 19, 24, and 27-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kravitz (6.029.150). 

Claims 18, 24, 27, and 28: Kravitz discloses a program and method for 
conducting cashless transactions in which the identity of the purchaser's account is 
unknown to seller, comprising: 

a. transmitting from a seller to a purchaser information identifying a 
plurality of products available to purchase, a purchase price for each product, and a 
plurality of payment options (i.e. a catalog)(col 24, lines 33-56 and col 25, lines 32-33); 
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b. transmitting information identifying the product selected to be 
purchased and the purchase price (i.e. purchase order information) from the purchaser 
to the purchaser's financial institution (col 7, lines 12-45 and col 12, lines 45-59) and to 
the seller (col 7, lines 12-45 and col 12, lines 45-55); and 

c. transmitting from the purchaser's financial institution an authorization to 
proceed with the delivery of the selected product (col 13, lines 12-36) and notification 
that the funds have been transferred (col 35, lines 25-31). 

While Kravitz discloses a plurality of ways for a purchaser to pay for an electronic 
transaction or to fund the separate account, it is not explicitly disclosed that the 
purchaser is given a choice of payment method (plurality of payment options) during the 
transaction itself. However, Official Notice is taken that it is old and well known to give a 
purchaser a plurality of payment options during transactions, such as cash, check, 
credit card, debit card, pre-paid card, gift card, etc. In remote electronic transactions 
where the purchaser and seller are not co-located and the merchant only accepts credit 
cards (or debit cards) it is common for give the purchaser the option of choosing the 
type of credit card, such a Visa®, Mastercard®, American Express®, etc. This is shown 
in Figure 5 of Goldstein et al f6.378.075). a previously provided reference, where the 
purchaser is given the choice of three credit cards. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to give 
the purchaser in Kravitz a plurality of payment options from which to choose and to 
perform the rest of the steps in Kravitz only if the purchaser chooses an option which 
uses electronic transfer of funds, such as a credit card or a debit card (as opposed to a 
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cash payment option). One would have been motivated to give the purchaser a plurality 
of payment options from which to choose in order to allow payment to be made in a 
form most convenient to the purchaser, thus increasing the range of purchasers able to 
buy items from the merchant and their satisfaction with the system (which is the reason 
most merchants give their customers a plurality of payment options). 

Claim 19: Kravitz discloses a program for conducting cashless transactions as in 
Claim 18 above, and further discloses establishing Internet connections using 
hyperlinks (col 12, lines 45-59). The Examiner notes that Kravitz discloses the 
confirmation by the customer automatically triggers the transmission of a digital 
payment request message to the CTA (financial institution), i.e. the connection is made 
without the customer having to enter the correct address. Thus, the correct address is 
"hyperlinked" to the submission button selected by the customer. 

Claim 29: Kravitz discloses a system for conducting cashless transactions as in 
Claim 24 above, and further discloses one of the payment options being a credit or debit 
card (col 1 , lines 24-26; col 6, lines 19-21 ; and col 7, lines 12-18). 

Claim 30: Kravitz discloses a method for conducting cashless transactions as in 
Claim 24 above. Kravitz further discloses transmitting the information after the 
purchaser has selected the "payment button" (col 12, line 45 - col 13, line 36). 
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5. Claims 3-7, 11-16, 20-23, 25, 26, 31, and 34 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Sandberq-Diment (5.826.245) in view of Kravitz 
(6,029,150). 

Claims 3, 1 1 , and 21 : Sandberq-Diment discloses a system and method for 
conducting cashless transactions in which the identity of the purchaser's account is 
unknown to the seller as in Claims 2 an 10 above, but does not explicitly disclose 
transmitting a catalog of products and prices to the purchaser nor the purchaser 
selecting the product to purchase and the payment option from the catalog. However, 
as discussed in reference to Claims 18 and 24 above, Kravitz discloses these features. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to provide a listing of available products to the customer and to 
allow the customer to select not only the desired product(s) but also the method of 
payment, e.g. VISA®, Mastercard®, American Express®, etc. as in common within the 
retail arts. One would have been motivated to provide a catalog to the customer in 
Sandbero-Diment and to allow the customer to select the products and method of 
payment in order to allow the customer to know what products were carried by the seller 
and to give the purchaser the common and customary choices of payment methods. 

Claims 4 and 12: Sandbero-Diment and Kravitz disclose a system and method 
for conducting cashless transactions as in Claims 3 and 1 1 above, and Kravitz further 
discloses the purchaser transmitting an authorization from the purchaser along with the 
purchase order details to the purchaser's financial institution (col 13, lines 12-36). 
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Claims 5 and 14: Sandberq-Diment discloses a system and method for 
conducting cashless transactions as in Claims 3 and 1 1 above. Kravitz discloses a 
similar system and method, and further discloses transmitting the information after the 
purchaser has selected the "payment button" (col 12, line 45 - col 13, line 36). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to wait until the purchaser in Sandberq-Diment had indicated 
his desire to purchase the product (by selecting the Purchase button) before 
transmitting the purchase order to the financial institution for authorization. One would 
have been motivated to wait for this indication in order to preclude the financial 
institution from processing transactions before the purchaser had made his final 
decision. 

Claims 6 and 15: Sandberq-Diment discloses a system and method for 
conducting cashless transactions as in Claims 3 and 1 1 above. Kravitz discloses a 
similar system and method, and further discloses establishing Internet connections 
using hyperlinks (col 12, lines 45-59). The Examiner notes that Kravitz discloses the 
confirmation by the customer automatically triggers the transmission of a digital 
payment request message to the CTA (financial institution), i.e. the connection is made 
without the customer having to enter the correct address. Thus, the correct address is 
. "hyperlinked" to the submission button selected by the customer. Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
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made to use hyperlinks to automatically connect the entities in Sandberg-Diment . One 
would have been motivated to use hyperlinks in order to preclude the purchaser from 
having to remember or look up the correct URL for each financial provider while 
conducting transactions online. 

Claims 7 and 16: Sandberg-Diment discloses a system and method for 
conducting cashless transactions as in Claims 3 and 1 1 above. Kravitz discloses a 
method for conducting cashless transaction, and further discloses transmitting a 
delivery notice from the seller to the financial institution and the financial institution 
initiating transfer of funds between the accounts based on the delivery notice (col 35, 
lines 25-67), Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to withhold the funds transfer in Sandberg- 
Diment until after a delivery notice has been received. One would have been motivated 
to delay the transfer of funds in this manner in order to ensure that the purchaser 
received the product for which payment was being made. 

Claim 13: Sandberg-Diment and Kravitz disclose a system for conducting 
cashless transactions as in Claim 1 1 above, and Sandberg-Diment further discloses the 
purchaser using an input device to enter the information (col 2, lines 49-52). 



Claim 22: Sandberg-Diment and Kravitz disclose a system and method for 
conducting cashless transactions as in Claim 21 above, and both references further 
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discloses processing the transaction in real time over the Internet ( Sandberq-Diment . 
col 2, lines 32-36)(Krayitz, col 12, lines 45-59). 

Claims 20 and 23: Kravitz discloses a program for conducting cashless 
transactions as in Claim 18 above, and Sandberq-Diment and Kravitz disclose a 
program for conducting cashless transactions in Claims 21 above. While neither 
reference explicitly discloses that the first communication link is "relatively unsecure" 
and that the second communication link is "relatively secure", Official Notice is taken 
that it is old and well known that both secure and unsecure links may be established 
over the Internet. A commonly used method for identifying whether the Internet links is 
secure or unsecure is by utilizing an extra "s" in the identification of the protocol used to 
transmit the message. For example, an unsecure message (link) would begin with 
http:/A while a secure message would begin with "s-http://" or "https://". Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to establish secure and unsecure links between the various entities. One 
would have been motivated to establish both secure and unsecure links in order to 
incorporate the correct amount of security during the transmission of the data, with 
sensitive information such as financial data being transmitted over the secure links, 
while non-sensitive information such as the product description being transmitted over 
unsecure links as in common in the art. 
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Claims 25, 26, and 31 : Kravitz discloses a system and program for conducting 
cashless transactions as in Claim 24 above, but does not explicitly disclose the financial 
institution transmitting the purchase order information and the authorization directly to 
the seller. However, Sandberq-Diment discloses a similar system and program for 
conducting cashless transactions in which the financial institution transmits the 
authorization and the purchase order information directly to the merchant (col 3, lines 9- 
67). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to transmit the authorization from the financial institution in 
Kravitz directly to the seller. One would have been motivated to send this information 
directly to the seller in order to provide confirmation to the merchant that the 
authorization is coming from a trusted party (as opposed to receiving a possible 
fraudulent authorization code from the customer). 

Claim 34: Sandberq-Diment and Kravitz disclose a system for conducting 
cashless transactions as in Claim 31 above, and Kravitz further discloses one of the 
payment options being a credit or debit card (col 1, lines 24-26; col 6, lines 19-21; and 
col 7, lines 12-18). Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to allow the purchaser in Sandberq-Diment to 
select a credit or debit card as a payment option. One would have been motivated to 
allow the purchaser such as selection in order to expand the system to cover holders of 
both types of cards. 
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Response to Arguments 

6. Applicant's arguments filed January 1 8, 2005 have been fully considered but they 
are not persuasive. 

7. In response to Applicant's argument that the two references cannot be combined, 
the test for obviousness is not whether the features of a secondary reference may be 
bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

The Applicant argues that Sandburq-Diment does not disclose transmitting 
or receiving authorization to transfer funds from the account of the purchaser "because 
it lacks any enablement of a payment by a transfer of funds from a purchaser's payment 
account to a seller" since " Sandburq-Diment is directed to credit card payments, and 
hence has no need for such messaging" (page 14). The Examiner notes that 
Sandburo-Diment explicitly discloses in Figure 2 that approval codes 36 (authorizations) 
are transmitted between the financial institution (credit card verification agent) and the 
merchant (Figure 3, step 120) and between the purchaser and the merchant (Figure 3, 
step 1 1 0). Sandburo-Diment further discloses that once the merchant presents the 
transaction for payment along with the approval code (authorization) "the credit card 
company will debit the consumer's credit card account for the price of that order and 
credit the merchant's account" (col 3, lines 60-65). Thus, Sandburq-Diment not only 
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discloses transmitting and receiving authorization to transfer funds, but also discloses 
actually transferring the funds from the purchaser's account to the merchant's account. 

The Applicant questions the Examiner's citation of a "'catalog' in reference to the 
required 'plurality of payment options" ... "since the claims lack any recital of a 'catalog'" 
(page 19). The Examiner notes that the term "catalog" was applied to the "information 
identifying a plurality of products available for purchase from the seller, a plurality of 
purchase prices each associated with a respective one of the plurality of products, and 
a plurality of payment .options", not just the plurality of payment options. 

The Applicant's arguments in reference to Kravitz ' lack of a plurality of payment 
options is moot in view of the new grounds of rejection above. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Exr. James W. Myhre whose telephone number is (703) 
308-7843. The examiner can normally be reached Monday through Thursday from 6:30 
a.m. to 3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber, can be reached on (703) 305-8469. The fax phone number 
for Formal or Official faxes to Technology Center 3600 is (703) 872-9306. Draft or 
Informal faxes, which will not be entered in the application, may be submitted directly to 
the examiner at (703) 746-5544. 
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Note: Effective April 2005, the examiner's telephone numbers will be changed to 
(571) 272-6722 (phone) and (571 ) 273-6772 (Informal faxes); and the examiner's 
supervisor's telephone number will be changed to (571 ) 272-6724. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(703) 308-1113. 




March 8, 2005 




